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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 10-14 and 21-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ruijten (USPN 4,554,071) in view of Singleton (USPN 5,462,660). 

Ruijten discloses a pre-column for preconcentrating substances to be 
chromatographed along with a separating column. The system comprises a column 
that is filled with a suitable carrier material or adsorption agent. For HPLC examination 
of body fluids, pre-treated silica gel, such as silica gel made water-repellent 
(hydrophobated) is used. For other applications, other carrier materials usual in the 
liquid chromatographic.technique, such as aluminum oxide or ion exchange resins, may 
also be used. The carrier material is enclosed in the column between two filters, for 



Application/Control Number: 09/554,51 3 Page 3 

Art Unit: 1743 

example, of sintered metal. A sample of the liquid to be examined is applied to the 
column by means of a tube with connected syringe, or, if larger volumes are concerned, 
by means of a pump. The pre-column is then connected downstream to a separation 
column or chromatography column, which column is also conditioned in the usual 
manner. The separation column contains the same material as the pre-column. The 
adsorbed material is then eluted in the separation column by means of a suitable 
solvent or solvent mixture, after which the separation column is eluted preferably with 
the same solvent or solvent mixture (col. 4, lines 3-68; col. 5, lines 1-12; col. 8, lines 36- 
56). The pre-column has a length of 15 cm. 

Ruijten does not teach routing of samples to the columns in a specific manner. 

Singleton teaches a chemical analysis which comprises a system for separating 
compounds through a specific flow path. The flow path consists of a transfer pump, an 
injector, a switching valve, a pre-column, a switching valve, a solvent mixer, a switching 
valve, a transfer pump, a switching valve, a separation column and a detector in this 
order (see fig. 1 ; col. 3, lines 36-60). It would have been obvious to one having an 
ordinary skill in the art at the time the invention was made to modify Ruijten to employ 
the flow path as seen in Singleton because this flow path is known in the industry of 
liquid chromatography for use of separating a plurality of compounds. Regarding the 
newly amended claim 12 and 13 including a single switching valve, the Examiner is 
interpreting Singleton as having two single switching valves because the valves are 
independent from each other. Since claims 12 and 13 are in open ended claim form 
(comprising), another single switching valve is not excluded. This can be corrected by 
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putting some closed ended claim language in the claim, i.e. consisting of or consisting 
essentially of a single switching valve. Therefore a line connecting a pump, injector, a 
single switching valve, a column, a switching valve, a solvent mixer, and a switching 
valve in this order is taught by the prior art of Ruijten in view of Singleton. 

Regarding the adsorbing membrane having a thickness of 0.2 to 2mm, it would 
have been obvious to one having an ordinary skill in the art to modify the thickness of 
the membrane depending on concentrated the user would want the sample to be. See 
In re Rose , 105, U.S.P.Q. 237. 



Response to Arguments 

Applicant's arguments with respect to claims 10-14 and 21-23 have been 
considered but are moot in view of the new ground(s) of rejection. Applicant argues the 
reference (Ruijten) fails to disclose or suggest the formation of a gradient using a mixing 
chamber as claimed, or having the flow sequencing defined by claims 12 and 13. No 
claims in the present application contain a limitation comprising a formation of a 
gradient using a mixing chamber. Claims 12 and 13 recite just a mixing chamber. 
Regarding the specific flow sequence as seen in claims 12 and 13, this can be seen in 
the new rejection seen above. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel P. Siefke whose telephone number is 571-272- 
1262. The examiner can normally be reached on M-F 7:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on 571-272-1700. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Sam P. Siefke 




Supemiory Patent Examiner 
Technology Center 1 700 




December 19, 2006 



